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1. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

Group I, claims 1-5, drawn to a process for preparation of an alicyclic diepoxide 
of general formula (I) depicted in claim 1 . 

Group II, claims 6-10, drawn to a composition comprising the alicyclic diepoxide 

r 

of general formula (I), a thermal cationic or photocationic polymerization initiator, and an 
optional additional epoxy resin. 

Group III, claims 11-15, drawn to a composition comprising the alicyclic 
diepoxide of general formula (I), a curing agent, and, optionally, a curing accelerator, 
inorganic filler and/or an additional epoxy resin. 

Group IV, claims 16-21, drawn to a stabilizer for an electrical insulating oil 
comprising the alicyclic diepoxide of general formula (I). 

Group V, claim 22, drawn to an electrical insulating oil comprising an insulating 
oil ingredient and the alicyclic diepoxide of general formula (I). 

Group VI, claims 23-29, drawn to a casting composition comprising the alicyclic 
diepoxide of general formula (I), an acid anhydride, a curing accelerator and an 
inorganic filler. 
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2. . The inventions listed as Groups I to VI do not relate to a single general inventive 
concept under PCT Rule 13.1 because they lack the same or corresponding special 
technical feature under PCT Rule 13.2. The special technical feature is the preparation 
of the alicyclic diepoxide of general formula (I) by epoxidizing an alicyclic diolefin of 
general formula (II) with an organic percarboxylic acid. 

3. Takai Publication No. 2003/005961 8 (equivalent to PCT Publication No. 
WO 02/76966 cited in the Information Disclosure Statement filed March 4, 2005 and 
designated as a P,X reference in the Internation Search Report filed on the same date) 
discloses a method of producing an alicyclic diepoxide of formula (I) by epoxidizing an 
alicyclic diolefin of formula (II) using an aliphatic percarboxylic acid (page 2, 
paragraphs 23 and 24) having a water content of 0.8% by weight or less (page 2, 
paragraph 26) such as peracetic acid (page 2, paragraph 27) obtained by the air . 
oxidation of acetaldehyde (page 4, paragraph 49) in the presence of an inert solvent 
such as ethyl acetate (page 4, paragraphs 54 and 55 and page 14, paragraph 185, 
Production Example 1 ). 

4. The special technical feature does not make a contribution over the prior art, 
thereby validating a holding of lack of unity. 
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5. This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are not so 
linked as to form a single general inventive concept under PCT Rule 13.1. 

The species are as follows: 

Contingent upon the election of Group II : 

a) Either the thermal cationic initiator (b1 ), photocationic initiator (b2), or 
acid anhydride (C), wherein a particular chemical name or structure Is identified. 

b) The presence or absence of the additional epoxy resin (D), wherein if 
its presence is elected, a particular chemical name or structure is indicated. 

Contingent upon the election of Group III : 

c) The curing agent (b) wherein a particular chemical name or structure is 

identified. 

d) The presence or absence of the curing accelerator (c), inorganic filler 
(d) and/or additional epoxy resin (e), wherein if its/their presence is elected, particular 
chemical name(s) or structure(s) are indicated. 

Contingent upon the election of Group V : 

e) The insulating oil ingredient wherein a particular chemical name or . 
structure is indicated. 

Contingent upon the election of Group VI : 

f) The acid anhydride (B) wherein a particular chemical name or structure 

is identified. 
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g) The curing accelerator (C) wherein a particular chemical name or 
structure is indicated. 

h) The inorganic filler (D) wherein a particular chemical name or structure 

is identified. 

Applicant in reply to this action is required to elect a single species of each item 
under the particular elected group to which the claims shall be restricted if no generic 
claim is finally held to be allowable. The reply must also identify the claims readable on 
the elected species, including any claims subsequently added. An argument that a 
claim is allowable or that all claims are generic is considered non-responsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1 .141 . If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species MPEP § 809.02(a)). 

Claims 6-21 and 23-29 are generic. 
6, The species listed above do not relate to a single general inventive concept 
under PCT Rule 13.1 because the species lack the same or corresponding special 
technical feature under PCT Rule 13.2 for the reasons espoused hereinabove with 
respect to the holding of lack of unity. 
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A telephone call was made to Marc S. Weiner on June 8, 2007 to request an oral 
election to the above restriction and election of species requirements, but did not result 
in elections being made. 

The reply to this requirement to be complete must include (i) an election of and 
invention and species to be examined even though the requirement is traversed 
(37 CFR 1.143) and (ii) identification of the claims encompassing the elected invention 
and species. 

The election of an invention or species may be made with or without traverse. 
To reserve a right to petition, the election must be made with traverse. If the reply does 
not distinctly and specifically point out supposed errors in the restriction requirement, 
the election shall be treated as an election without traverse. 

Should the traverse be on the ground that the inventions or species are not 
patentably distinct, applicant should submit evidence or identify such evidence now of 
record showing the inventions or species to be obvious variants or clearly admit on the 
record that this is the case. In either instance, if one of the inventions or species is 
found to be unpatentable over the prior art, the evidence or admission may be used in a 
rejection under 35 U.S.C. 103(a) of the other invention or species. 

Upon the cancellation of claims to a non-elected invention, the inventorship must 
be amended in compliance with 37 CFR 1 .48(b) if one or more of the currently named 
inventors is no longer an inventor of at least one claim remaining in the application. . 
Any amendment of inventorship must be accompanied by a request under 
37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 
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7. The Yu've et al. article cited in the Information Disclosure Statement filed 
March 4, 2005 has not been received. 

8. Copending application no. 10/567,253 in claims 1 and 4 set forth a composition 
comprising an ester-free alicyclic diepoxide of Structural Formula (1) corresponding to 
claimed general formula (I), a cationic polymerization initiator and another epoxy . 
compound relevant to instant claims 6-1 5. 

9. Copending application no. 1 0/883, 162 in claims 5-8 and 1 8-24 require a blend of 
an alicyclic diepoxide of formula (I) wherein X includes a single bond linking tow alicyclic 
rings embracing claimed general formula (I) and a curing agent and curing accelerator 
pertinent to instant claims 6-15 and 23-29. 

1 0. Japanese Patent No. 54-3006 and German Patent No. 1 ,41 8,465 (no abstract 
available) teaches the preparation of peracetic acid containing substantially ho water by 
the air oxidation of aldehydes such as acetaldehyde as acknowledged in the paragraph 
bridging pages 26-27 of the instant specification. 

1 1 . Great Britain Patent No. 2,008,593 epouses the production of an epoxide from 
an olefin by oxidizing acetaldehyde to peracetic acid in an organic solvent 

(page 1, lines 48-56) such as ethyl acetate (page 1, lines 109-113 and 
page 3, Example 1). 

1 2. Japanese Patent No. 5-239043 reports the epoxidation of cyclohexene with an 
ethyl acetate solution of peracetic acid (Derwent abstract). 
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1 3. Japanese Patent No. 58-1 72387 discloses the epoxidation of an alicyclic 
diepoxide with an organic solvent solution of a C3-C4 percarboxylic acid possessing a 
water content of below 2 wt.%. 

1 4. The translation for the Hau article cited in the Information Disclosure Statement 
filed November 27, 2006 on the last page describes the preparation of peracetic acid 
containing no water by oxidizing an aldehyde. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert Sellers whose telephone number is 
(571 ) 272-1 093. The examiner can normally be reached on Monday to Friday from 
9:30 to 6:00. The fax phone number for the organization where this application or 
proceeding is assigned is (571 ) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at (866) 217-9197 (toll-free). 



/Robert Sellers/ 

Robert Sellers 
Primary Examiner 
Division 1796 
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